TITLE 35—~PATENTS

PART H.—PATENTABILITY OF INVENTIONS
AND GRANT OF PATENTS

Chapter 11.—APPLICATION FOR PATENT

§ 119, Benefit of earlier filing date in foreign country;
right of priority.
JAPANESE AND CERTAIN GERMAN NATIONALS; TEMPORARY
EXTENSION OF PRIORITY RIGHTS

Act Aug. 23, 1954, ch. 823, 68 Stat. 764, provided that:
“The rights of priority specified in sectlon 1 of Pubtlc
Law 690, Seventy-ninth Congress, approved August 8,
1946 (60 Stat. 940), which arose before April 1, 19850,
are hereby extended, with respect to inventlous made
subsequent to January 1, 1946, in favor of natlonals of
Japan, and of nationals of Germany, excluding persons
residing in or subject to the jurlsdictlon of the zone of
Germany occupled by the Unlon of Soviet Soclallst Re-
publics, the Soviet sector of Berin or other areas of
Germany under Sovlet or Pollsh administration, to a date
nine months after the enactment of this Act |Aug. 23,
1954], subject to the condltions and limitations specified
in scctions 1, 4, 10, 12, and 15 of sald Publlc Law 690,

"For the purpose of this act, the phrase “passage of this
Act” in sald Public Law 690 shall be understood to refer
to the date of enactment of the present Act [Aug. 23,
1954)."

Public Law 680, Seventy-ninth Congress, approved Au-
gust B8, 1046 (60 Stat. 940), referred to In act Aug. 23, 1954
quoted above, is act Aug. 8, 1946, ch. 910, 60 Stat. 940,
and sections 1, 4, 10, 12, and 15 of such latter act, referred
to in sald act Aug. 23, 1954, were classified to sections
101, 104, 110, 112, and 114 of this title prior to its revision
and enactment Into law by act July 19, 1952, ch. 950,
66 Stat. 792, They were omitted from this revised title
because of thelr temporary character.

Chapter 15.—PLANT PATENTS

§161. Patents for plants,

Whoeever invents or discovers and asexually re-
produces any distinct and new variety of plant, in-
cluding cultivated sports, mutants, hybrids, and
newly found seedlings, other than a tuber propagated
plant or a plant found in an uncultivated state, may
obtain a patent therefor, subject to the conditions
and requirements of this title.

The provisions of this title relating to patents for
inventions shall apply to patents for plants, except
as otherwise provided. (As amended Sept. 3, 1954,
ch. 1259, 68 Stat. 1190.)

AMENDMENTS
1854—Act Sept. 3, 19564, amended section to provide that
plant scedlings, discovered, propagated asexually, and
proved to have new characteristics dlstinct from other
known plants are patentable,

§164. Assistance of Department of Agriculture.
TRANSFER OF FUNCTIONS

All functlons of all officers, agencies and employees of
the Department of Agrlculture were transferred, with
certain exceptions, to the Secretary of Agriculture by 1953
Reorg. Plan No. 2, § 1, eff. June 4, 1953, 18 F. R. 3219, 67
Stat. 633, set out as & note under section 611 of Title 5,
Executive Departments and Government Officers and
Employees,
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Chapter 17—SECRECY OF CERTAIN INVENTIONS
AND FILING APPLICATIONS IN FOREIGN
COUNTRY

§ 181. Secrecy of certain inventions and withholding
of patent.
DEFENSE AGENCIES
The Department of Justice was deslgnated as a defensa
agency of the United States for the purposes of this
chapter by Exccutive Order No. 10457, May 28, 1953, 18
F. R. 3083.

§ 188, Rules and regulations, delegation of power.
DEFENSE AGENCIFS

The Department of Justice was designated as a defense
agency of the United States for the purposes of this
chapter by Executlve Order No. 10457, May 28, 1953, 18
P. R, 3083.

REGULATIONS RELATING TO SECRECY OF CER-
TAIN INVENTIONS AND LICENSES TO FILE
APPLICATIONS IN FOREIGN COUNTRIES

Titte 37, Part 5, Code of Federal Regulations
The foliowing regulations relating to the secrecy of
certain Inventions and lcenses to file apptications In for-
eign countries, have been established under authority of
sections 6 and 188 of this title; they interpret or apply
sectlons 181188 of this title.
These regulations were published in the Federal Reg-
Ister for February 20, 1953, 18 F. R, 1011. They form
Part 5 of Title 37 of the Code of Federal Regulations.

SECRECY ORDERS
37 C. F. R.
Sec.
5.1 Defense inspection of certain applications.
5.2 Secrecy order.
5.3 Prosecution of appllcation under secrecy order;
withholding patent.
5.4 Petition for rescission of secrecy order.
5.5 Permit to disclose or modification of secrecy order.
5.6 General and group permits.
5.7 Compensation.
5.8 Appeal to Secretary.

LICENSES FOR FOREIGN FILING

6.11 License for flling application in foreign country.

6.12 Petition for llcense.

5.13 Petitlon for license: No corresponding U. 8. applica-
tion.

5.14 Petition for MNcense: Corresponding U. S. appllca-
tion,

5.16 8cope of license,

5.16 Effect of secrecy order,

5.17 Who may use license.

GENERAL

5.21 Effect of modification, rescission or license,
5.22 Papers in English language.
5.23 Correspondence,

SECRECY ORDERS

5.1 DEFENSE INSPECTION OF CERTAIN APPLICATIONS

In accordance with the provisions of 35 U. S. C,,
section 181, applications for patent containing sub-
ject matter the disclosure of which might be detri-
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mental to the national security are made available
for inspection by defense agencies as specified in said
section, Only applications obviously relating to na-
tional sccurity, and applications within flelds indij-
cated to the Patent Office by the defense agencies as
so related, are made available. Such inspection must
be at the Patent Office and by responsible represent-
atives of the agency who are required to sign a dated
acknowledzment of such access accepting the condi-
tion that information ohtained from the inspection
will be used for no other purpose than in the admin-
istration of sections 181—188 of Title 35, U. S. Codec.
Applications relating to atomic energy are made
available to the Atomic Encrgy Commission as speci-
fied in section 1.14 of this chapter (Patent Rule 14).

5.2 SECRECY ORDER

When notified by the chief officer of a defense
agency that publication or disciosure of the inven-
tion by the granting of a patent would be detri-
mental to the national seeurity, an order that the
invention be kept secret will be issued by the Com-~
missioner of Patents.

The secrecy order is directed to the applicant,
his successors, any and all assignees, and their legal
representatives, hereinafter designated as princi-
pals.

A copy of the scereey order will be forwarded to
each principal of record in the application and will
be accompanied by a receipt, identifying the partic-
ular principal, to be signed and returned.

The secrecy order is directed to the subject matter
of the application. Where any other application in
which a secrecy order has not been issued discloses
a significant part of the subject matter of the appli-
cation under secrecy order, the other application
and the common subject matter should be called to
the attention of the Patent Office, Such a notice
may include any material such as would be urged
in a petition to rescind secrecy orders on either of
the applications.

5.3 PROSECUTION OF APPLICATION UNDER SECRECY
ORDER; WITHHOLDING PATENT

Unless specifically ordered otherwise, action on
the application by the office and prosecution by the
applicant will proceed during the time an applica-
tion is under secreey order to the point indicated
below:

(a) Applications under secrecy order which come
to a final rejection must be appealed or otherwise
prosecuted to avoid abandonment. Appeals in such
cases must be completed by the applicant but unless
otherwise specifically ordered by the Commissioner
will not be set for hearing until the secrecy order
is removed.

(b) Interferences may be declared involving an
application under secrecy order but unl-ss other-
wise specifically ordered or permitted such inter-
ferences are suspended after the approval of the
preliminary statements,

(c) When the application is found to be in condi-
tion for allowance except for the secrecy order, the
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applicant and the agency which caused the secrecy
order to be issued will be notified. This notice
(which is not a notice of allowance under section
1.311 of this chapter (Patent Rule 311)) does not
require response by the applicant and places the
application in a condition of suspension until the
secrecy order is removed. When the secrecy order
is removed the Patent Office will issue a notice of
allcwance under section 1.311 (Patent Rule 311) or
take such other action as may then be warranted.

5.4 PETITION FOR RESCISSION OF SECRECY ORDER

A petition for rescission or removal of a secrecy
order may be filed by, or on behalf of, any principal
affected thereby. Such petition may be in letter
form, and it must be in duplicate. The petition must
be accompanied by one copy of the application or
an order for the same, unless a showing is made
that such a copy has already been furnished, to the
department or agency which caused the secrecy
order to be issued.

The petition must recite any and all facts that
purport to render the order ineffectual or futile if
this is the basis of the petition. When prior publi-
cations or patents are aileged the petition must give
complete data as to such publications or patents and
should be accompanied by copies thereof.

The petition must identify any contract between
the Government and any of the principals, under
which the subject matter of the application or any
significant part thercof was devcloped, or to which
the subject matter is otherwise related. If there is
no such contract, the petition must so state.

Unless based upon facts of public record, the peti-
tion must be verified.

5.5 PermvaT To Di1SCLOSE OR MODIFICATION OF SECRECY
ORDER

Consent to disclosure, or to the filing of an appli-
cation abroad, as provided in 35 U. S. C. 182, shall
be made by a “permit” or “modification” of the
secrecy order.

Petitions for a permit or modification must fully
recite the reason or purpose for the proposed dis-
closure. Where any proposed disclosee is known to
be cleared by a defense agency to receive classified
information, adequate explanation of such clear-
ance should be made in the petition including the
name of the agency or department granting the
clearance and the date and degree thereof. The
petition must be filed in duplicate and be accom-
paniced by one copy of the application or an order
for the same, unless a showing is made that such
a copy has already been furnished to the depart-
ment or agency which caused the secrecy order to
be issued.

In a petition for modification of a secrecy order to
permit filing abroad, all countries in which it is
proposed to file must be made known, as well as all
attorneys, agents and others to whom the material
will be consigned prior to being lodged in the
foreign patent office. The petition should include a
statement vouching for the loyalty and integrity of
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the proposed disclosees and where thelr clearance
status in this or the foreign country is known all
details should be given.

Consent to the disclosure of subject matter from
one application under secrecy order may be deemed
to be consent to the disclosure of common subject
matter in other applications under seccrecy order
so long as not taken out of context in a manner
disclosing material beyond the modification granted
in the first application.

The permit or modification may contain condl-
tions and lmitations.

5.6 GENERAL AND GROUP PERMITS

Organizations requiring consent for disclosure of
applications under secrecy order to persons or or-
ganlzations In eonnecction with repeated routine
operation may petition for such consent in the form
of a general permit. To be successful such petitions
must ordinarily recite the security clearance status
of the disclosees as sufficient for the highest classifi-
cation of material that may be involved.

Where identical diselosees and circumstances are
involved, and consent is desired for the disclosure
of each of a specific list of applications, the petitions
may be joined. .

5.7 COMPENSATION

Any request for compensation as provided in 35
U. S. C. 183 must not be made to the Patent Office
but should be made directly to the department or
agency which caused the secrecy order to be issued.
Upon written request persons having a right to
such information will be informed as to the depart-
ment or agency which caused the secrecy order to
be issued.

5.8 APPEAL TO SECRETARY

Appeal to the Secretary of Commerce, as provided
by 35 U. S. C. 181, from a sccrecy order cannot be
taken until after a petition for rescission of the
secrecy order has been made and denled. Appeal
must be taken within 60 days from the date of the
denial, and the party appealing, as well as the de-
partment or agency which caused the order to be
issucd will be notified of the time and place of
hearing. The appeal will be heard and declded
by the Secretary or such officer or officers as he may
designate.

LICENSES FOR FOREIGN FILING

5.11 LICENSE FOR FILING APPLICATION IN FOREIGN
COUNTRY

(a) When no secrecy order has been issued under
section 5.2, a license from the Commissioner of
Patents under 35 U. S. C. 184 is required before filing
any application for patent or for the registration of
a utility mode), Industrial design, or model, in a
foreign country, or causing or authorizing such
filing, with respect to an invention made in the
United States, if

(1) The foreign application Is to be flled or its
filing caused or authorized before an application for
patent is filed in the United States, or
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(2) The foreign application s to be filed, or its
filing caused or authorized, prior to the expiration
of slx months from the flling of the applieation In
the United States.

(b)) When there is no secrecy ovder in effect, o
license under 35 U. S, C. 184 is not required if

(1) The invention was not made in the United
States, or

(2) The foreign application is to be filed, or its
filing caused or authorized, after the explration of
six months from the fillng of the application in the
United States.

(c) When a secrecy order has been issued under
section 5.2, an applieation cannot be flled In a foreign
country in any case except in accordance with sec-
tion 5.5.

5.12 PETITION FOR LICENSE

Petitions for license under 35 U. S. C. 184 may be
presented in letter form and should include peti-
tioner's address, and full instructions for delivery of
the requested license when it is to be delivered to
other than the petitioner.

5.13 PETITION FOR LICENSE: No CORRESPONDING U. S.
APPLICATION

Where there is no corresponding United States
application, the petition for license must be accom-
panied by a legible copy of the material upon which
license is desired. This copy will be retained as the
measure of the license granted. For assistance in
the identiflcation of the subject matter of ecach
license so issued, it is suggested that the petition or
requesting letter be submitted in duplicate and pro-
vide a title and other description of the material,
The duplicate copy of the petitlon will be returned
with the license or other action on the petition.

5.14 PETITION FOR LICENSE: CORRESPONDING U. 8.
APPLICATION

Where there is a corresponding United States ap-
plication on file the petition for license must identify
this application by serial number, flling date, inven-
tor, and title, and a copy of the material upon which
the li' ense is desired is not required. The subject
matter licensed will be measured by the disclosure
of tlie United States application. Where the title Is
not descriptive, and the subject matter is clearly of
no intercst from a security standpoint, time may be
saved by a short statement in the petition as to the
nature of the invention.

Two or more United States applications should not
be referred to in the same petition for license unless
they are to be combined in the foreign application,
in which event the petition should so state and the
identification of each United States application
should be in separate paragraphs,

Where the application to be flled abroad contains
matter not disclosed in the United States application
or applications, including the case where the com-
bining of two or more United States applications in-
troduces subject matter not disclosed in any of them,
a copy of the application as it is to be filed in the
forelgn country must be furnished with the petition,
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If, however, all new matter in the application to be
filed is readily identifiable, the new matter may be
submitted in detail and the remainder by reference
to the pertinent United States application or
appiications.

5.15 ScoPE OF LICENSE

A license to file an application In a foreign coun-
try, when granted, includes authority to forward all
duplicate and formal papers to the foreign country
and to make amendments and take any action in the
prosccution of the application, provided subject
matter additional to that covered by the license is
not involved. In those eases in which no license is
required to file the forelgn application, no lcense
is required to file papers in connection with: the
prosecution of the foreign application not involving
disclosure of additional subject matter. Any paper
filed abroad following the filing of a foreign applica-
tion, which involves the disclosure of additional sub-
ject matter must be separately licensed in the same
manner as an application.

Licenses separately granted In connection with
two or more United States applieations may be exer-
cised by combining or dividing the disclosures, as
desired, provided additional subject matter is not
introduced.

A license does not apply to acts done before the
license was granted unless the petition specifically
requests and describes the particular acts and the
license Is worded to apply to such acts.

5.16 EFFECT OF SECRECY ORDER

Any license obtained under 35 U. S. C. 184 is inef-
fective if the subject matter is under a secrecy order,
and a secrecy order prohibits the exercise of or any
further action under the license unless separately
specifically authorized by a modification of the
secrecy order in accordance with section 5.5,

5.17 WHo May Usk LICENSE

Licenses may be used by any one interested in the
foreign filing for or on hehalf of the inventor or his
assigns.

5.18 ARMS, AMMUNITION, AND IMPLEMENTS OF WAR

(a) The exportation of technical data relating to
arms, ammunition, and implements of war is sub-
ject to the licensing jurisdiction of the Department
of State, as set forth in its pertinent regulations
(22 CFR ''5.1 to 75.183). The articles designated as
arms, ammunition, and implements of war are
enumerated in 22 CFR 75.10, this list being known as
the United States Munitions List. The exportation
of technical data relating to articles on this list with
any application for foreign patent is generally sub-
ject to the licensing requirements of the Secretary
of State, 22 CFR 75.114.

() When a petition for license is received by the
Commissioner, during the time in which a license
from the Commissioner is required (see §5.11a),
and it is determined that the subject matter involved
also falls under the jurisdiction of the Secretary of
State, the applicant will be so notified and given
whatever information may be deemed appropriate.
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The petition for license will be referred by the
Patent Office to the Department of State for its
action. Action by the Patent Office on the petition
will be deferred pending the Department of State
consideration.

(¢) If an application for patent for subject matter
on the Munitions List (22 CFR 75.10) is subject to a
secrecy order under § 5.2 and a petition under § 5.5
for a modification of the secrecy order to permit
filing abroad is made, compliance with Department
of State regulation 22 CFR 75.110 (c) is also re-
quired.

(d) When no license from the Commissioner is
required, see § 5.11 (b)), relating to the exportation
of such technical data with applications for for-
eign patents, the specific provisions of the regula-
tions issued by the Secretary of State cited above
must be complied with.

GENERAL
5.21 ErreECT oF MODIFICATION, RESCISSION OR LICENSE

Any consent, rescission or license under the pro-
visions of this part does not lessen the responsibili-
ties of the principals in respect to any Government
contract or the requirements of any other Govern-
ment agency.

5.22 PAPERS IN ENGLISH LANGUAGE

All papers submitted in connection with petitions
must be in the English language, or be accompanied
by an English translation and a translator's eer-
tificate as to the true, faithful and exact character
of the translation.

Chapter 26.—OWNERSHIP AND ASSIGNMENT

§ 261, Ownership; assignment,

EX. Orp. No. 9424, ESTABLISHING A REGISTER OF GOVERN-
MENT INTERESTS IN PATENTS AND APPLICATIONS FOR
PATENTS

Ex. Ord. No. 9424, Feb. 18, 1944, 9 F. R. 1859, provided:

1. The Secretary of Commerce shall cause to be estab-
Hished In the United States Patent Office n separate regls-
ter for the recording of all rights and Interests of the
Government in or under patents and applications for
patents,

2. The several departments and other executive
agencies of the Government, including Government-
owned, or Government-controlled corporations, shall for-
ward promptly to the Commissioner of Patents for
recording in the separate register provided for In para-
graph 1 hereof all licenses, assignments, or other interests
of the Government iu or under patents or applications
for patents, in accordance with such rules and regulations
as may be prescribed pursuant to paragraph 4 hercof;
but the lack of recordation in such register of any right
or Interest of the Government in or under any patent or
application therefor shall not prejudice in any way the
assertion of such right or interest by the Government.

3. The reglster shall be open to inspection except as
to such entrles or documents which, In the opinlon of
the departinent or agency submitting them for recording,
should be malntained in secrecy: Provided, however, That
the right of Inspection may be restricted to authorlzed
representatlves of the Gove nment pending the flnai re-
port to the President by the National Patent Planning
Commission under Executlve Order No. 8977 of December
12, 1941, and actlon thercon by the President.

4. The Commissioner of Patents, with the approval of
the Sccretary of Commerce, shall prescribe such rules and
regulations as he may dcem necessary to effecctuate the
purposes of this order.



